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DETAILED ACTION 
Response to Arguments 
Applicant's arguments filed 3/16/2006 have been fully considered but they are 
not persuasive. 

The applicant states in page 1 1 , lines 6-8 of the Remarks that Powers "fails to 
teach or suggest at least comparing the sending address input via the sending address 
input means to the unique email address." 

In reply, Powers indeed does not teach a method that compares "the sending 
address input via the sending address input means to the unique email address." 
However, the claim rejections below indicate that incorporating Scheussler does in fact 
teach this method. Also note that the original claims did not have the comparing means 
present in the amended claims. Therefore, the Examiner had to incorporate Scheussler 
in his response to the amended claims. 

Applicant describes in page 13, line 21 - page 14, line 2 of the Remarks that 
there is no indication in Soroker that the "list of all recipients includes the sending 
address." 

In reply, Soroker displays a list of all recipients; Soroker does not explicitly point 
out that sending address and receiving addresses are included in the recipient list. 
However, please note that the Examiner uses Soroker to simply show an apparatus' 
ability to display its recipient list to the user. The rejections described below show that 
Powers and Lytle et al teach what constitutes a recipient list: both the user inputted 
sending address and the user inputted receiving addresses. Therefore, the 
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combination of Soroker, Powers, and Lytie et a! indicates that the list of recipients 
displayed include the sending address along with the receiving addresses. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-5, 8, 10-15, and 18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over U.S. Publication Number 2002/0188683 by Lytle et al in view of U.S. 

Publication Number 2001/0034849 by Powers and further in view of U.S. Patent 

Number 6,366,950 by Scheussler et al. 

Regarding claim 1 . Lytle discloses an e-mail transmission apparatus comprising: 

• sending address input means for receiving user input of a sending 
address; and receiving address input means for receiving user input of a 
receiving address. (Paragraph 158, line 7 - paragraph 157, line 2 and 
table 1 illustrates a means for inputting the sending address and receiving 
addresses.) 

• list creation means for creating a receiving address list that includes at 
least the receiving address input via the receiving address input means. 
(Paragraph 168, lines 3-12 discloses emails are sent to recipients whose 
email addresses are stored. The act of storing the recipient email 
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addresses is, in essence, equivalent to ttie list creation means for creating 
a receiving address list mentioned in the present application.) 

Lytle, however, does not consist of an address adding means which adds the 
inputted sender address to the receiving address list. 

Powers, on the other hand, discloses in paragraph 118 an apparatus that sends 
an email to the designated sender of the email. Therefore, it would have been obvious 
for one of ordinary skill in the art, at the time of the present invention, to modify Lytle et 
a! with Powers to form an apparatus that sends emails to not only the addresses in the 
inputted recipient list but also to the inputted address of the sender. The motivation 
behind incorporating Powers into Lytle et al is to devise a security method that inhibits 
impersonation of a user's identify as suggested in Paragraph 117 of Powers. 

The combined teachings of Lytle et al and Powers put forth an apparatus that 
adds an inputted sender email address to the recipient list already consisting of the user 
entered receiving email addresses. 

However, the aforementioned combination of Lytle et al with Powers fails to put 
forth a device possessing the capability to register a unique email address assigned to 
the email transmission apparatus nor does it have the capability to add an inputted 
sender email address when the inputted sender address does not match the registered 
unique email address. 

Scheussler et al, on the contrary, depict in column 7, lines 21-30 a method that 
can recognize email impersonators by matching the inputted sender email address with 
the an ID associated with the sending apparatus. If the Inputted sending address does 
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not match the unique ID associated with the emailing apparatus, then the email is 
deemed illicit. Furthermore, column 3, lines 64-66 in Scheussler's disclosure 
specifically points out that a user email address is associated with an apparatus 
identifier. Basically, the above mentioned references illustrate Scheussler's ability to 
register a unique email address assigned to the email transmission apparatus as well as 
Scheusslers ability to compare the user inputted email address with the apparatus ID to 
see if the two match. As stated before, if the inputted sending address does not match 
the apparatus ID, then the system is notified of the possibility of an unauthorized user. 
Therefore, it would have been obvious for one of ordinary skill in the art. at the time of 
the present invention, to modify Scheussler et al with Lytle et al and Powers to devise 
an email transmission apparatus, when notified of the possibility of an unauthorized 
user, adds the inputted sender email address to the receiving address list. The motive 
behind this suggestion is to inform the actual owner of an email address that his/her 
email address has been used without his/her knowledge. 

Regarding claims 10 and 11 . they disclose the same subject matter as claim 1. 
Therefore, these two claims are rejected in the same manner as claim 1 . 

Regarding claims 2 and 12 , they adhere to all the limitations expressed in claims 
1 and 11 as taught by Lytle et al. Powers, and Scheussler et al. Note that Lytle et al 
states in Paragraph 168, Lines 3-12 emails are sent to a number of recipients whose 
receiving addresses are stored. This action represents the concept of "sending means 
for sending email based on the receiving address list" stated in the current application. 
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Regarding claims 3-4 and 13-14 . the rejection used for claims 1 and 1 1 are 
applicable to these claims as well since both sets of claims disclose the ability to send 
emails to both the inputted sending address as well as the inputted receiving addresses. 
Note that claims 3 and 13 describe the ability to send emails to the sending address in 
parallel with the receiving addresses, while claims 4 and 14 detail the ability to send 
emails to the sending address independently of the receiving addresses. Both these 
restrictions are met by the rejection of claims 1 and 1 1 . The combined teachings of 
Lytle et al, Powers, and Scheussler et al simply form an email transmission apparatus 
that transmits to the sending address and receiving addresses in the recipient list at one 
time, thereby supporting the parallel transmission. Furthemiore, the combination does 
not suggest that transmission to an email address is in any way affected by the status of 
other email addresses in the recipient list, thereby supporting the independent 
transmission capability too. 

Regarding claims 5 and 15 , they adhere to the limitations found in claims 2 and 
12 according to the combined teachings of Lytle et al, Powers, and Scheussler et al. As 
previously mentioned, Powers illustrates in Paragraph 118 a security checking means 
where an email is send to the user inputted sending address as well. Note that Powers 
depicts a method of "approving the proof copy" in Paragraph 118, Lines 9-10. The 
"proof copy" mentioned is the email sent to the sending address. Once email is 
approved, the sender's legitimate identity is established. Once the legitimate identify of 
sender is established emails can be safely transmitted to the inputted receiving 
addresses. This reference therefore implies that the sending means sends the email to 
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the sending address in the receiving address, and then only after a return 
communication is received thereto, sends the email to the receiving address in the 
receiving address list. 

Regarding claims 8 and 18 . they adhere to all the limitations found in claims 1 
and 1 1 according to the combined teachings of Lytle et al, Powers, and Scheussler et 
al. In fact, Powers states in Paragraph 118, Lines 6-8 that a "security mechanism" is 
used to verify the identity of sender, the mechanism constituting of the step of sending a 
copy of the email to the inputted sender address. The term "security mechanism" 
emphasizes the safeguarding involved in this process. In that, It would be difficult for the 
sender to delete the inputted sending email address from the recipient list. As a result, 
the address adding means adds the sending address to the receiving address list in a 
format such that it cannot be deleted from the receiving address list. 
2. Claims 9 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Publication Number 2002/0188683 by Lytle et al in view of U.S. Publication 
Number 2001/0034849 by Powers, U.S. Patent Number 6,366,950 by Scheussler et al, 
and U.S. Publication Number 2002/01 12010 by Sorokeretal. 

Regarding claims 9 and 19. the combination of Lytle et al. Powers, and 
Scheussler et al puts forth an email transmission apparatus that adds the sending 
address to the receiving address list; the sending address is incorporated into the 
recipient list which already consists of the inputted receiving addresses. However, this 
combination does not involve a method that displays the addresses contained in the 
recipient list. Soroker et al, In paragraph 38, Lines 1-5, displays a list of all recipients. 
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Therefore, it would have been obvious for one skilled in the art, at the time of the 
present invention, to incorporate Soroker et al with the combination of Lytle et al, 
Powers, and Scheussler et al to generate an email transmission apparatus that can 
display a recipient list to the user before the transmission of the email. The motive 
behind this modification is to generate a secure transmission method; if an unauthorized 
user sees that the inputted sender address is automatically incorporated into the 
recipient list, then this may deter him/her from sending the illicit email. 
3. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Publication Number 2002/0188683 by Lytle et al in view of U.S. Publication 
Number 2001/0034849 by Powers and U.S. Publication Number 2002/0112010 by 
Soroker et al. 

Regarding claim 20 . Lytle discloses an e-mail transmission apparatus 
comprising: 

• sending address input means for receiving user input of a sending 
address; (Paragraph 158, line 7 - paragraph 157, line 2 and table 1 
illustrates a means for inputting the sending address.) 

• receiving address input means for receiving user input of a receiving 
address; (Paragraph 158, line 7 - paragraph 157, line 2 and table 1 
illustrates a means for inputting the receiving addresses.) 

• list creation means for creating a receiving address list that includes at 
least the receiving address input via the receiving address input means. 
(Paragraph 168, lines 3-12 discloses emails are sent to recipients whose 
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email addresses are stored. The act of storing the recipient email 
addresses is, in essence, equivalent to the list creation means for creating 
a receiving address list mentioned in the present application.) 

Lytle, however, does not consist of an address adding means which adds the 
inputted sender address to the receiving address list. 

Powers, on the other hand, discloses in paragraph 118 an apparatus that sends 
an email to the designated sender of the email. Therefore, it would have been obvious 
for one of ordinary skill in the art, at the time of the present invention, to modify Lytle et 
al with Powers to form an apparatus that sends emails to not only the addresses in the 
inputted recipient list but also to the inputted address of the sender. The motivation 
behind incorporating Powers into Lytle et al is to devise a security method that inhibits 
impersonation of a user's identify as suggested in Paragraph 117 of Powers. 

Furthermore, Powers states in Paragraph 118, Lines 6-8 that a "security 
mechanism" is used to verify the identity of sender, the mechanism constituting of the 
step of sending a copy of the email to the inputted sender address. The term "security 
mechanism" emphasizes the safeguarding involved in this process. In that, it would be 
difficult for the sender to delete the inputted sending email address from the recipient 
list. As a result, the address adding means adds the sending address to the receiving 
address list in a format such that it cannot be deleted from the receiving address list. 

The above described combination of Lytle et al and Powers fails to describe a 
scenario wherein a display means for displaying the receiving address and sending 
address contained in the receiving address list is utilized. 
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Soroker et al, in paragraph 38, Lines 1-5, displays a list of all recipients. 
Therefore, it would have been obvious for one skilled in the art, at the time of the 
present invention, to incorporate Soroker et al with the combination of Lytle et al and 
Powers to generate an email transmission apparatus that can display a recipient list to 
the user before the transmission of the email. The motive behind this modification is to 
generate a secure transmission method; if an unauthorized user sees that the inputted 
sender address is automatically incorporated into the recipient list, then this may deter 
him/her from sending the illicit email. 

Regarding claim 21 . the above rejection of claim 20 is applicable in this instance 
as well since both claims discuss the same subject matter. 

Claim Objections 

1 . Claims 6 and 16 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Regarding claims 6 and 16 . the examiner's search did not yield a reference that 
"sends only a portion of data comprising the e-mail to the sending address in the 
receiving address list" in a secure email transmission system. 

Conclusion 

1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action, 

2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashish K. Thomas whose telephone number is 571-272- 
0631 . The examiner can normally be reached on 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on 571-272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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